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Claim Rejections - 35 USC § J 01 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1 1 and 12 are rejected under 35 U.S.C. 101. 

3. Regarding Claims 11 and 12, Claims 1 1 and 12 are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. The computer 
programs claimed are merely sets of instructions per se. Since a computer program is a set of 
instructions not embodied on a computer readable medium to realize the computer program 
functionality, the claimed subject matter is non-statutory. See MPEP § 2106 IV.B.l. 

Claim Rejections - 35 USC § J 02 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



5. Claims 1-3 and 5-12 are rejected under 35 U.S.C. 102(e) as being anticipated by Hatta et 
al. (US Pub. 2005/0117948 Al). 
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6. Regarding Claim 1, Hatta discloses a printing system including at least one processing 
device (see Fig.2 (1) and Page 1, paragraph [0009]), the at least one processing device 
comprising: 

7. a layout creation element for generating layout data about a print including a photograph 
represented by first printing-specific photograph data to hold layout information about the first 
printing-specific photograph data associated with a layout result (see Fig. 3 (6,12,13) and Page 7, 
paragraph [0081]), the first printing-specific photograph data being digital data represented in an 
RGB color system (see Page 5, paragraph [0068] and Page 1 1, paragraph [0113]); 

8. a layout information combination element for combining the layout result with a setting 
file (see Fig.4 (33,34,39) and Page 9, paragraphs [0096-0099]). 

9. a color space conversion element for converting the first printing-specific photograph 
data into second printing-specific photograph data (see Fig.4 (34) and Page 9, paragraph [0099]), 
the second printing-specific photograph data being digital data represented in CMYK color 
system (see Page 9, paragraph [0099]); 

10. a correction element for correcting the second printing-specific photograph data (see 
Fig. 19 (331,312,338) and Page 21, paragraphs [0221-0223]); 

11. a replacement element for changing the association between the layout result and the first 
printing-specific photograph data in the layout information into association between the layout 
result and the second printing-specific photograph data (see Fig.4 (33,34,39) and Page 9, 
paragraphs [0096-0099]); 
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12. the setting file describing details of processes to be executed by the color space 
conversion element, the correction element and the replacement element (see Fig.4 (33) and Page 
9, paragraph [0097]); 

13. the layout data subjected to the association change being passed to a rasterization process 
(see Page 9, paragraph [0099]). 

14. Regarding Claims 2, 7 and 10 5 Hatta further discloses the printing-specific photograph 
data is obtained by converting image data acquired by a digital camera into data represented in a 
standard color system independent of the type of digital camera (see Fig.2 (6), Page 5, paragraph 
[0068] and Page 11, paragraph [0113]). 

15. Regarding Claim 3, Hatta further discloses the at least one data processing device is one 
layout data generation device (see Fig.3 (13) and Page 7, paragraph [0080]). 

16. Regarding Claims 5 and 9, Hatta further discloses the print data processing device 
further comprises a setting file creation element for creating and modifying the setting file (see 
Fig. 19 (8,32) and Page 1 1, paragraphs [0221-0223]), and the print data processing device causes 
the setting file creation element to set a new setting file again and to perform an image 
conversion process again based on the new setting file when proof printing based on the print 
data produces an improper result (see Fig. 19 (8,32) and Page 11, paragraphs [0221-0223]). 

17. Regarding Claim 6, the rationale provided for the rejection of Claim 1 is incorporated 
herein. 

18. Regarding Claim 8, Hatta discloses a print data processing device for performing a 
predetermined process on layout data for defining a layout of a print (see Fig.4 (2) and Page 9, 
paragraphs [0096-0099]), the print data processing device comprising: 
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19. a color space conversion element for converting the first printing-specific photograph 
data into second printing-specific photograph data (see Fig.4 (34) and Page 9, paragraph [0099]), 
the second printing-specific photograph data being digital data represented in CMYK color 
system (see Page 9, paragraph [0099]), the first printing-specific photograph data being digital 
data represented in an RGB color system (see Page 5, paragraph [0068] and Page 11, paragraph 
[0113]), the second printing-specific photograph data being digital data represented in CMYK 
color system (see Page 9, paragraph [0099]); 

20. a correction element for correcting the second printing-specific photograph data (see 
Fig. 19 (331,312,338) and Page 21, paragraphs [0221-0223]); 

21 . a replacement element for changing the association between the layout result and the first 
printing-specific photograph data in the layout information into association between the layout 
result and the second printing-specific photograph data (see Fig.4 (33,34,39) and Page 9, 
paragraphs [0096-0099]); and 

22. a rasterization process element for rasterizing the layout data subjected to the association 
change to generate print data (see Page 9, paragraph [0099]), 

23. the layout result being included in a setting file describing details of processes to be 
executed by the color space conversion element, the correction element and the replacement 
element (see Fig.4 (33 and Page 9, paragraph [0097])). 

24. Regarding Claim 11, Claim 1 1 recites identical features as Claim 1 except Claim 1 1 is a 
computer program claim. Thus, arguments similar to that presented above for Claim 1 are 
equally applicable to Claim 11. 
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25. Regarding Claim 12, Claim 12 recites identical features as Claim 8 except Claim 8 is a 
computer program claim. Thus, arguments similar to that presented above for Claim 8 are 
equally applicable to Claim 12. 

Claim Rejections - 35 USC § 103 

26. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

27. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hatta et al. (US 
Pub. 2005/0117948 Al). 

28. Regarding Claim 4, Hatta discloses the print data processing device comprises a 
rasterization element for rasterizing the layout data subjected to the association change to 
generate print data (see Page 9, paragraph [0099]) but fails to disclose the layout creation 
element and the layout information combination element are provided in one layout data 
generation device, and the remaining elements are provided in a print data processing device 
different from the layout data generation device. Hatta, however, teaches that several layout 
information combination elements can be arranged into a single dedicated casing (see Page 6, 
paragraph [0072]). At the time of the invention, it would have been obvious for one skilled in the 
art to arrange the layout creation element and the layout information combination element into 
one layout data generation device. The motivation would be for design choice reasons. A 
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designer may prefer to arrange the elements into one machine, such as a multifunction peripheral 
device, for compactness reasons. 

Conclusion 

29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu B. Hang whose telephone number is (571) 272-0582. The 
examiner can normally be reached on Monday-Friday, 9:00am - 6:00pm. 

30. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571) 272-7406. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

3 1 . Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Vu Hang 

Assistant Examiner 
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